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Sir: 8//2V/2886 mmil 86886932 18761899 

In accordance with the duty of disclosure under 37 C.F\Mv'§ i 'f.56, Applicants hereby 
notify the U.S. Patent and Trademark Office of the documents listed on the attached PTO/SB/08 
A & B (modified) form, which the examiner may deem material to patentability of the claims of 
the above-identified application. 

One copy of each of the listed documents is submitted herewith, except for the following: 
U.S. patents and/or U.S. patent publications; and co-pending non-provisional U.S. applications 
filed after June 30, 2003. 

The present Information Disclosure Statement is being filed (without a Statement Under 
37 C.F.R § 1.97(e)) after the later of three months from the application's filing date and the 
mailing date of the first Office Action on the merits, but before a final Office Action, Notice of 
Allowance, or an action that otherwise closes prosecution in the application (whichever is 
earlier), and therefore a check for the fee of $180.00 under 37 C.F.R. § 1.1 7(p) is attached. 
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^FORMATION .DISCLOSURE STATEMENT 
U.S. Appln.No.: 10/761,099 

In compliance with the concise explanation requirement under 37 C.F.R. § 1.98(a)(3) for 
foreign language documents, Applicants are submitting English-language abstracts. 

In addition, Applicants provide the following summary of the references being submitted. 

The references listed on the accompanying SB08 forms include: (1) the patents 
referenced in the concurrently submitted Suggestion of Interference; (2) the references cited 
during the prosecution of each of the patents (1); and (3) other references of which Applicants 
have become aware since the issuance of U.S. Patent No. 6,340,551. 

The submission of the listed documents is not intended as an admission that any such 
document constitutes prior art against the claims of the present application. Applicants do not 
waive any right to take any action that would be appropriate to antedate or otherwise remove any 
listed document as a competent reference against the claims of the present application. 

The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. A duplicate copy of this paper is attached. 
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In the transmittal letter accompanying the present reissue application, filed on January 21 , 
2004, the Applicants stated that "Additional documents necessary to complete the application 
will be filed in the future, including a Statement under 37 C.F.R. § 1.607(c)." Former Rule 
1.607(c) required an applicant who presents a claim which corresponds exactly or 
substantially to a claim of a patent to identify the patent and the number of the patent 
claim. This requirement was removed from the interference rules when the current rules 
were issued on August 12, 2004 (69 Fed. Reg. 49960). 

Although the Applicants thus indicated that claims presented in the reissue 
application may correspond substantially to the claims of a patent, applicants 
inadvertently failed to file a Statement under 37 C.F.R. § 1.607(c) prior to repeal of that 
rule. Under the current interference rules, an interference will not be declared until 
examination of the pending claims is completed. (37 C.F.R. §41.102). Because 
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MAIL STOP AMENDMENT 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Sir: 



i 

NOTICE 0F INTERFERING SUBJECT MATTER 
Reissue Appln. No.: 10/761,099 

examination of all of the pending claims is not completed, Applicants respectfully submit 
that the present notice complies with any requirement that remains after the repeal of 
§ 1.607(c). 

Applicants consider that at least some of claims 1-7, 11-20, 49-81, 85-87, 92-97, 
and 99-128 may correspond to one or more claims of U.S. Patent 6,534,238 and may 
correspond to one or more claims of U.S. Patent 6,358,669. Present Claims 8-10 and 21- 
48 require the presence in layer (A) of a material which substantially lowers the solubility 
of the aqueous alkali-soluble copolymer present in layer (A). For this reason, present 
Claims 8-10 and 21-48 are considered not to correspond to any claim of U.S. Patent 
6,534,238 or U.S. Patent 6,358,669, which require that the underlayer is soluble in 
aqueous alkaline developer or comprises a negative working, base soluble photosensitive 
composition ('238 Claims 34-38). 1 

Applicants note that the '238 and '669 patent claims recite that the top layer is insoluble 
in aqueous alkaline developer, but also require that the top layer comprises at least one 
solubility-suppressing component (e.g., '238 Claim 1, '669 Claim 3). Dependent claims of the 
'238 and '669 patents specify that the top layer comprises a second polymeric material that 
includes a novolak resin functionalized with polar groups (e.g., '238 Claim 15, '669 Claim 16) 



1 Applicants also bring to the Examiner's attention U.S. Patent 6,352,81 1, which is the parent of U.S. 
Patent 6,358,669, and U.S. Patent 6,352,812, which is the parent of U.S. Patent 6,352,81 1. See 
concurrently filed Information Disclosure Statement. Each of the '238, '669, and '81 1 patents issued 
from a continuation-in-part application. The disclosure of the '669 patent differs from the disclosure 
of the '81 1 patent in a number of significant respects, and particularly, with respect to the composition 
of the upper layer. The '811 and '812 patents require that the second layer is insoluble in an aqueous 
solution. Exemplified polymers are insoluble in an aqueous solution having a pH of about 6 or greater 
(e.g., col. 9, lines 36-52). Each of Claims 1-81, 85-87, 92-97, 99, 104-109, and 1 1 1-126 of the present 
application requires that layer (B) contains not less than 50% by weight of an aqueous alkali solution 
soluble resin having a phenolic hydroxyl group, which may be a novolak resin (e.g., Claims 13, 40-41, 
86-87, 97). Claims 100-103 and 1 10 require that layer (B) contains not less than 50% by weight of a 
novolak resin. Because all of the claims of the present application require that layer (B) contain an 
aqueous alkali solution soluble resin, Applicants consider that none of the present claims interferes 
with any claim of the '81 1 or '812 patents. 
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and a dissolution inhibitor compound (e.g., '238 Claim 16, '669 Claim 17). The dissolution 
inhibitor compound includes a triarylmethane dye and an ammonium compound (e.g., '238 
Claim 42, '669 Claim 18). The '238 and '669 patents thus claim a thermally imageable element 
having a top layer that corresponds to layer (B) of the present application, containing an aqueous 
alkali solution-soluble resin and a dissolution inhibiting dye, which includes a cyanine dye and a 
coloring dye. 

Applicants reserve the right to suggest an interference with the '238 and '669 patents 
pursuant to 37 C.F.R. § 41.202(a) at an appropriate time. 

The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 
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